Amendments to the Law on
Intellectual Property in the
light of the CPTPP

On 12 November 2018, 14™ Legislature of the National Assembly
of Vietnam approved Resolution No. 72/2018/QH4, ratifying the
Comprehensive and Progressive Agreement for Trans -

Pacific Partnership (“CPTPP”) and relevant documents in its 6"
Session. As stated in Document No.LGL/CPTPPD/2018-15 dated 26
November 2108 of the Ministry of Foreign Affairs of New
Zealand, the CPTPP became effective with respect to Vietnam as
from 14 January 2019.

Following the ratification of the CPTPP, several Vietnam'’s
legal instruments need to be amended in order to become
harmonised and compliant with the provisions and member
country’s obligations contained in the CPTPP. The current Law
on Intellectual Property of 2005, as amended in 2009 (“IP
Law”) is not an exception to this, despite the fact that
Clause 3 of Article 5 of the IP Law already states that “Where
the provisions of the international treaties to which Vietnam
is party contravene the provisions of this Law, the former
shall be applied”. Similar wordings on priority application of
international treaties can be found in other Vietnamese laws,
as the express recognition of a principle, but further
amendments and legislation are in practice necessary for the
purpose of implementing such principle because Vietnamese
government agencies may refuse to enforce the provision of an
international treaty if such treaty is contrary to Vietnam's
current Constitution 2013 due to a reserved right given by
Article 3 of the above-mentioned law. As a dualist state,
international treaty obligations generally do not have
domestic effect in Vietnam unless embedded into domestic law.
Such obligations are embedded into domestic laws through the
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use of domestic legal instruments (e.g., passing a Law of the
National Assembly or through subsidiary legislation via a
power granted in a parent legislation).

As required by the CPTPP itself, the assigned authorities
therefore prepare the relevant draft legal documents providing
guidelines for implementation of such newly-ratified
international agreement and submit their drafts to the
National Assembly of Vietnam to pass any necessary amendments

at its closest session (i.e. at its 7" session in May-June
2019) .

Below are some notable amendments to the IP Law relating to
different IP subject matters, which are provided for by Law
No. 42/2019/QH14 on amendments to some articles of Law on
Insurance Business and Law on Intellectual Property, which has
been adopted by the National Assembly on 14 June 2019 (“2019
Law amending the IP Law”) and shall come into effect on 1
November 2019, except for certain provisions, which took
effect upon 14 January 2019.

Trademark

The current IP Law stipulates in Clause 2 of Article 148 that
“a contract for use of an industrial property object shall be
effective as agreed by the parties, but shall only be
effective towards a third party upon registration with the
state administration authority of industrial property rights”.
This means that, in practice, the use by the licensee of an IP
subject in an unregistered contract may be ignored by the
relevant authorities for subsequent transactions such as
royalty payment, remittance of royalty overseas or termination
of trademark for non-use during five consecutive years.

Clause 27 of Article 18 of the CPTPP seems now to remove this
problem, by expressly providing for that no member country can
require the recordal of a trademark licence in order to
establish the validity of such licence. For other objects of



industrial property, such as patented inventions or industrial
designs, the respective provisions of Clause 2 of Article 148
of the current IP Law remain unchanged.

To comply with Clause 27 of Article 18 of CPTPP, two Articles
of the IP Law, namely Articles 136 and 148, are amended as
follows:

= Clause 2 of Article 136 is amended to become: “2. The
owner of a trademark shall be obliged to use it
continuously. The use by a licensee according to a
trademark licence contract is deemed to constitute use
by the holder. In case the trademark has not been used
for a continuous period of 5 years or more, the validity
of the trademark registration certificate shall be
terminated in accordance with Article 95 of this Law”.

= Clauses 2 and 3 of Article 148 are also amended as
follows:

“2. For the industrial property rights established on the
basis of the registration as referred to in Article 6.3.(a) of
this Law, a contract for the use of an industrial property
object shall be effective as agreed by the parties.”

“3. A contract for the use of an industrial property object
provided for 1in Clause 2 of this Article shall only be
effective towards a third party upon registration with the
state administration authority of 1industrial property
rights, except for trademark licence contracts.”

Inventions

The current IP Law stipulates in Clause 3 of Article 60 a
grace period of 6 months to preserve the novelty of an
invention against its disclosure by the applicant in certain
circumstances (such as disclosure in the form of a scientific
presentation or at a national exhibition of Vietnam or at an
official or officially recognised international exhibition),



or its disclosure by a third party without permission of the
applicant. Accordingly, all the above disclosed information
shall not be taken into consideration for the examination of
the novelty of an invention to be patented.

However, Clause 38 of Article 18 of the CPTPP requires the
grace period to be extended to 12 months (instead of 6 months)
against disclosure by the applicant or by a third party having
obtained the information directly or indirectly from the
applicant, for examination of both novelty and inventive step
of the invention to be patented.

To comply with the above requirement under the CPTPP, Clause 3
of Article 60 of the current IP Law (providing for
determination of novelty) 1is amended as follows:

“3. An invention shall not be considered as lacking novelty if
it was publicly disclosed by the person entitled to register
it as provided in Article 86 of this Law (the Applicant), or
by a person having obtained information about the invention
directly or indirectly from the Applicant, provided that the
Iinvention registration application is filed within 12 months
from the date of disclosure”.

A new Clause 4 is added to Article 60 as follows:

“4. Provisions in Clause 3 of this Article shall also apply to
any invention disclosed in applications for registration of
intellectual property rights or in intellectual property
protection titles which have been published by the authority
in charge of 1intellectual property in cases where such
publication is inconsistent with the provisions of laws or the
application was filed by a person 1ineligible for
registration.”

For full compliance with Clause 38 of Article 18 of the CPTPP,
Article 61 of the current IP Law (determining level of
invention) 1is also to be amended by the way of classifying
inventions and technical solutions with the addition of a new



Clause 2, which defines:

“2. Technical solution which is an invention disclosed 1in
accordance with Clauses 3 and 4 of Article 60 of this Law,
which must not be used as a basis for evaluation of the level
of invention.”.

Geographical Indications (“GI”)

Clause 32 of Article 18 of the CPTPP provides the grounds for
opposition/ cancellation of GI based on: (i) likelihood of its
confusion with a registered/protected trademark or with a
trademark in a pending application; (ii) when the name of the
GI is a term customarily used in common language to identify
the relevant goods.

Clause 33 of this Article of the CPTPP imposes a member
country’s obligation with respect to the procedures in
determining whether a term is the term customary in common
language as the common name for the relevant good in the
territory of that member country, its authorities shall have
the authority to take into account how consumers understand
the term in the territory of that member country. Factors
relevant to such consumer understanding may include: (1)
whether the term is used to refer to the type of good in
qguestion, as 1indicated by competent sources such as
dictionaries, newspapers and relevant websites; and (ii) how
the good referenced by the term is marketed and used in trade
in the territory of that member country.

And Clause 36 of the same Article 18 of the CPTPP regulates
the recognition and protection of GI according to
international agreements.

Thus, two Articles of the IP Law are amended in order to
comply with the requirements of the CPTPP with respect to GI:



=In Article 80, which lists out the objects that are
ineligible for protection as geographical indications,
Clauses 1 and 3 are amended as follows:

— Clause 1 of Article 80 is amended to become: “I.
Designations, indications having become common names of goods
widely accepted by the relevant consumers in Vietnam.".

— Clause 3 of Article 80 1is amended to become: “3. GI
identical with or similar to a trademark having been protected
or being submitted under a trademark application with early or
privileged submitting date if the use of such GI will be
capable to cause confusion as to the commercial origin of the
goods."”.

= A new Article 120a is also added as follows:

“120a. International proposals and processing of international
proposals on geographical indications

1. Proposals for recognition and protection of geographical
indications 1in accordance with international agreement to
which the Socialist Republic of Vietnam is negotiating, are
called international proposals.

2. The announcement of international proposals and handling of
third-party opinions, assessment of conditions for protection
of geographical indications 1in international proposals shall
comply with the equivalent provisions specified in this Law
for geographical 1indications 1in geographical 1indication
applications submitted to 1industrial property rights
authority.”.

Online Filing

According to Clause 24 of Article 18 of the CPTPP on the
“Electronic Trademarks System”, each member country must
provide: (i) a system for the electronic application for, and
maintenance of, trademarks; and (ii) a publicly available



electronic information system, including an online database,
of trademark applications and of registered trademarks.

Although the CPTPP requires an electronic system for
trademarks only, a new Clause 3 is added to Article 89 of the
current IP Law to include applications for establishment of
all kinds of industrial property rights, as follows:

“3. Applications for establishment of industrial property
rights may be filed in paper form or in electronic form.".

Enforcement

In accordance with the requirements in Sub-clause 15, Clause
74 of Article 18 of the CPTPP on measures against abuse of
enforcement proceedings with regard to intellectual property
rights, including trademarks, geographical indications,
patents, copyright and related rights and industrial designs
so that a party is provided with wrongfully enjoined or
restrained adequate compensation for the injury suffered;
Article 198 of the IP Law is supplemented with the two new
following Clauses:

“4, If the court concludes that there 1is no infringement of
intellectual property, the defendant, being an organisation or
individual, 1is entitled to request the court to order the
plaintiff to reimburse for their reasonable expenses such as
attorney’s fees or other expenses in accordance with laws.

5. An organisation or individual suffering damages caused by
other organisation or 1individual abusing the enforcement
procedures with regard to intellectual property rights shall
have the right to request the court to order the abuser to
compensate for the damages caused by the abuse, which may
include reasonable attorney’s fees. Acts of abusing the
enforcement procedures with regard to intellectual property
rights include acts of intentionally exceeding the scope or
objective of this procedure.”



For enforcement of IP rights, Clause 1 of Article 205 of the
current IP Law is also amended by adding a new item (c), which
now allows to consider also “c) Other material damages
calculated by the intellectual property rights holder 1in
accordance with provisions of laws.” as an element for
determining the amount of damages caused by an infringement of
intellectual property rights (for compliance with Sub-clause
4, Clause 74 of Article 18 of the CPTPP, in general form).

Customs Measures

Sub-clause 4, Clause 76 of Article 18 of the CPTPP requires
the relevant authority of a member country to provide, at
least with respect to imported goods, certain information of
the goods to the right holder, normally within 30 working days
of the seizure or determination that the goods are counterfeit
trademark goods or pirated copyright goods.

To comply with the above requirement, Clause 1 of Article 218
of the IP Law is amended by adding a new sentence at the end
of this Clause as follows:

“1. When a person who requests for the suspension of customs
procedures has properly performed his or her obligations
provided for in Article 217 of this Law, the customs office
shall issue the decision on suspension of customs procedures
with regard to the relevant lots of goods. Within a period of
30 days of the date of issuance of the decision on application
of administrative measures to handle trademark counterfeiting
and smuggled goods specified in Clause 4, Article 216 of this
Law, the customs office shall provide the intellectual
property rights holder with information on the names and
addresses of the consignor, exporter, consignee or importer; a
description of the goods; the quantity of the goods; and, if
known, the country of origin of the goods.”

Despite this change, the time period of 30 days for the
customs office to provide the intellectual property rights



(“IPRs”) holder with certain information seems still too long
if compared with the time-limit of only 10 working days
(or maximum 20 working days in case of extension) prescribed
in Clause 2 of Article 218, within which the IPRs holder must
initiate legal proceedings against suspected infringers. The
IPRs holder needs within the time limit of 10 working days
(not 30 days) the information from the customs office in order
to decide whether to initiate legal proceedings or not.

The 2019 Law amending the IP Law include also transitional
provisions which take into account the effectiveness of the
CPTPP in Vietnam since 14 January 2019, namely:

*The applications for registration of
inventions/geographic indications filed prior to 14
January 2019 shall be processed according to the
provisions of the current IP Law;

= The trademark licence contracts executed by the parties
but not registered with the State authority in charge of
industrial property prior to 14 January 2019 shall be
effective with respect to a third party only as from 14
January 2019; and

» Lawsuits against infringements of IPRs that have been
accepted by competent authorities prior to 14 January
2019 but have not been settled yet, shall continue to
apply the provisions of the current IP Law.

In addition to the above-mentioned amendments, further
amendments to the current IP Law may be required in order to
implement other obligations of member country according to the
CPTPP (such as with respect to the Protection of Sound Marks,
Protection of Undisclosed Test or Other Data for Agricultural
Chemical Products, Protection of Undisclosed Test or Other
Data, among others), which will become effective within 3 to
10 years from the ratification of the CPTPP. Moreover, for
full compliance with the CPTPP, Vietnam will also need to
ratify the Budapest Treaty on the International Recognition of
the Deposit of Microorganisms for the Purposes of Patent



Procedure; the WIPO Copyright Treaty (WCT) and the WIPO
Performances and Phonograms Treaty (WPPT)

Ngay 12 thang 11 nam 2018, Khéa 14 c[Ja Qu[Jc hdéi da phé chu[ln
Nghi quy[]t s[] 72/2018/QH4, phé chu[Jn Hiép dinh v[] Quan hé b[i
tac Toan dién va Ti[Jn bd Xuyén Thai Binh Duong (“CPTPP”) va
cac tai liéu lién quan tai Ky hop th&* 6. Nhu da néu trong Van
bOn s LGL/CPTPPD/2018-15 ngay 26 thang 11 nam 2108 c[Ja B0
Ngoai giao Niu Di-lan, Hiép dinh CPTPP c6 hiéu luc dJi véi
Viét Nam k[J tr ngay 14 thang 1 nam 2019.

Sau khi Hiép dinh CPTPP duoc phé chu[jn, nhi[Ju van b[jn phdp
luat c[Ja Viét Nam c[Jn ph[Ji duwoc s[Ja dJi dJ tr[J nén hai hoa va
tuan th[] cac quy dinh va nghia vu c[]Ja qu[jc gia thanh vién
trong Hiép dinh CPTPP. Yéu c[Ju nay ciing duoc dat ra dJi véi
Luat S[] hitru Tri tué hién hanh nam 2005, dugc s[ja d[Ji nam 2009
(“Luat SHTT”), mac du thuc tJ la Kho[n 3 Pi[Ju 5 c[Ja Luat SHTT
da quy dinh rang “Trong trudng hop di[Ju wéc qu[jc t[] ma Céng
hoa xa hbéi ch[] nghia Viét Nam la thanh vién cé quy dinh khac
voéi quy dinh c[Ja Luat nay thi ap dung quy dinh c[Ja diQu udc
qu[jc t[J dé”. Cac quy dinh tuwong tu v[] viéc ap dung cac difju
udc qujc tQ cdé th duoc tim th[y trong cac luat khac c[Ja Viét
Nam, nhu su thtra nhan rdo rang c[Ja mét nguyén t[jc, nhung viéc
sJa dJi va ban hanh cdc van b[n phap luat méi trong thuc t[ la
cOn thiJt cho muc dich thuwc hién nguyén t[jc dé vi cac co quan
chinh ph[J Viét Nam c6 th[J tw ch[Ji thuc thi diJu kho[Jn c[Ja mot
diJu wéc qu[c t[] nQu diJu wéc dé trai véi Hi[Jn phdp hién hanh
nam 2013 c[Ja Viét Nam do quy[jn duoc b[Jo luu theo Pi[Ju 3 c[]a
Hi[Jn phdp néu trén. La mdét qu[jc gia nhi nguyén, cac nghia vu
theo di[Ju uéc qu[jc t[] néi chung khong c6 hiéu luc trong nuéc
tai Viét Nam trir khi dugc dwa vao ndéi luat. Nhitng nghia vu dé
dugc dua vao ndéi luat thong qua viéc s[] dung cac cdng cu phap
ly trong nuéc (vi du: théng qua Luat c[Ja QuJc hdéi hoac thoéng
qua van b[n dué¢i luat theo quy[n luc duwoc quy dinh trong
luat).

Do d6, theo yéu c[Ju c[Ja chinh Hiép dinh CPTPP, cac co quan
duoc giao da chu[Jn bi du thJo van b[Jn phap luat lién quan cung



cp huéng dn thuc hién thuan wéc qujc t[] méi duoc phé chufn
nay va dé trinh du th[Jo c[Ja ho 1én Qu[jc héi Viét Nam d[] thong
qua bt ky s[{a dJi c[n thiJt nao tai phién hop g[n nh{Jt c[]a
Qujc héi (tlc la tai Ky hop th& 7 di[jn ra vao thang 5 thang 6
nam 2019).

Dué¢i day la mot s[] s[Ja d[Ji dang chu y dJi véi Luat SHTT 1ién
quan d[n cdac v[n d s[] hiru tri tué khac nhau, duoc Luat s[]
42/2019/QH14 v[] s[a di mot s[] di[Ju c[Ja Luat Kinh doanh B[Jo
hi[Jm va Luat S[J hitru Tri tué, da duoc Qu[jc hoi thdébng qua vao
ngay 14 thang 6 nam 2019 (“Luat 2019 s[ja dJi Luat SHTT”), ban
hanh va sé& cé hiéu luc vao ngay 1 thang 11 nam 2019, ngoai tru
mot s[] quy dinh c6 hiéu luc vao ngay 14 thang 1 nam 2019.

Nhan hiéu

Luat SHTT hién hanh tai Kho[Jn 2 Pi[Ju 148 quy dinh “hop d[ing s[]
dung d[Ji tuong s[] hitru céng nghiép cé hiéu luc theo th[Ja thuan
gilra cac bén, nhung ch[] cé gia tri phap ly dji véi bén th& ba
khi dad duoc dang ky tai co quan qu(n ly nha nudc v[] quy[n s[]
hiru cbng nghiép”. DiJu nay cé nghia la, trén thuc t[J, viéc
nguoi duoc c[Jp phép s[] dung d[]i tuwong s[] hiru cong nghiép trong
hop d{ng chua dang ky c6 th[] bi cac co quan cé lién quan b[]
qua cho cac giao dich ti[Jp theo nhu thanh todn ti[jn b[n quy[n,
chuy[Qn ti[Jn b[Jn quy[jn ra nuéc ngoai hoac ch[m didt nhan hiéu
khéong duoc s[] dung trong nam nam 1ién ti[lp.

Kho[Jn 27 DPiJu 18 Hiép dinh CPTPP dudng nhu da loai b[] v[n d[
nay, bang cadch quy dinh ré rang rang khéng mdét qu[jc gia thanh
vién nao c6 th[] yéu c[Ju dang ky c[Jp phép s[] dung nhan hiéu d[]
thijt lap hiéu luc c[Ja viéc c[Jp phép dé. bJi véi cac dJi tuong
s[] hitu céng nghiép khéac, nhu phdt minh duoc c[Jp bang sang ch[]
hoac kiJu dang c6ng nghiép, cac quy dinh tuong ng tai Kho[n 2
Di[Ju 148 c[Ja Luat SHTT hién hanh khong cé gi thay d{i.

P[] tuan th[] Kho[Jn 27 Pi[Ju 18 c[Ja Hiép dinh CPTPP, hai Di[Ju 136
va 148 c[]Ja Luat SHTT da duoc s[ja dJi. Cu th[ la:

= Kho[Jn 2 Pi[Ju 136 duoc s[la d[Ji nhu sau:



“2. Ch[] s[0 htru nhdn hiéu cé nghia vu s[] dung lién tuc
nhan hiéu. Viéc s[] dung nhan hiéu b[]i bén nhan chuy[ln quy[]n
theo hop d[ng s[0 dung nhan hiéu cing duoc coi la hanh vi s[]
dung nhan hiéu c[Ja ch[] s[0 hiru nhan hiéu. Trong truong hop nhan
hiéu khéng duoc s[] dung lién tuc tur nam nam tr[] lén thi Gi[ly
chitng nhan dang ky nhan hiéu dé bi ch{m dut hiéu luc theo quy
dinh tai Pi[Ju 95 c[Ja Luat nay.".

= Cac Kho[Jn 2 va 3 bi[Ju 148 duoc s[ja d[Ji nhu sau:

“2. PJi véi cac loai quy[n s[] httru cébng nghiép duoc xac
lap trén co s[] dang ky theo quy dinh tai di[Jm a kho[Qn 3 DPi[Ju 6
cla Luat nay, hop dling s[] dung d[i tuong s[] hitu céng nghiép coé
hiéu luc theo th[Ja thuan gilta cac bén.”

“3. Hop dng s dung d{i tuong s[] hitru cébng nghiép tai
kho[Jn 2 Pi[Ju nay, trir hop d{ng s[] dung nhan hiéu, ph[Ji dang ky
tai co quan qun ly nha nuéc v[] quy[n s[0 hiru cbng nghiép méi
c6 gia tri phap ly dji véi bén tht ba.”

Sang ch[]

Luat SHTT hién hanh quy dinh tai Kho[Jn 3 Pi[Ju 60 thoi gian an
han 6 thang d[] b[Jo vé tinh m&i c[Ja sang ch[] ch[Jng lai su ti[]t
10 ca nguoi ndop don trong mot s[J truong hop (nhu ti[Jt 16 dudi
hinh th&c trinh bay khoa hoc hoac tai tri[Jn 1am qu[jc gia []
Viét Nam hoac tai mét trifn 1am quQc t[J chinh th&c hoac duoc
cdng nhan chinh thirc), hoac tijt 16 b[Ji bén th& ba ma khdng coé
st cho phép [Ja nguoi ndop don. Theo d6, t[Jt c[]J] cac thdong tin
duoc tiJt 16 [J trén sé khdng duoc xem xét d[J ki[Jm tra tinh méi
c[Ja sédng ch[] duoc c[Jp bang sang ch].

Tuy nhién, Kho[Jn 38 DPi[Ju 18 c[Ja Hiép dinh CPTPP yéu c[Ju thoi
gian an han duoc kéo dai d{n 12 thang (thay vi 6 thang) d0i
voi viéc nguoi ndp don hoac bén thr ba cé duoc thong tin truc
tiJp hoac gian ti[Jp t&r nguoi ndp don dJ ki[Om tra trong cac
buéc v[] tinh méi va sadng tao c[Ja sang ch[] duoc c[lJp bang sang
ch[].



P[] tuan th[] cac yéu c[Ju trén theo Hiép dinh CPTPP, Kho[jn 3
Pi[Ju 60 c[Ja Luat SHTT hién hanh (quy dinh v[] xac dinh tinh
m&éi) duoc s[ja d[Ji nhu sau:

“3. Sang ch[] khéng bi coi la m[t tinh méi n[Ju duoc nguoi
co6 quy[ln dang ky quy dinh tai Pi[Ju 86 c[Ja Luat nay hoac nguoi
co6 dugc thébng tin v[] sang ch[] mét cach truc ti[Jp hoac gian
ti[lp tr nguoi doé boc 1o coéng khai véi di[Ju kién don dang ky
sang ch[] duoc nbép tai Viét Nam trong thoi han muoi hai thang
kO tu ngay béc 16.".

Kho[Jn 4 nhu sau dugc b[] sung vao Di[Ju 60:

“4, Quy dinh tai Kho[Jn 3 Pi[Ju nay cing ap dung di voéi
sang ch[] duoc bbc 16 trong don dang ky s[] hitu cong nghiép hodac
van bang b[Jo ho s[] hitu cdéng nghiép do co quan qu[ln ly nha nuéc
vl s[] hitru cbng nghiép cbéng b[] trong truong hop viéc cbng b[]
khéng phu hop véi quy dinh c[Ja phap luat hoac don do nguoi
khéng c6 quy[in dang ky nép."

P[] tuan th[] dy dJ Kho[Jn 38 Dbi[Ju 18 c[Ja Hiép dinh CPTPP, Dbi[Ju
61 c[Ja Luat SHTT hién hanh (xac dinh trinh d6 sang tao c[]a
sang ch[]) cling duoc s[ja d[Ji bang cach phan loai sang ch[] va
giJi phap ky thuat véi viéc b sung Kho[ln 2 m&éi, trong d6 dinh
nghia:

“2. Gi[Ji phap ky thuat la sang ch[] duoc boéc 16 theo quy
dinh tai Kho[Jn 3 va Kho[dn 4 DPi[Ju 60 c[Ja Ludt nay khdéng duoc
0y lam co s[] d danh gia trinh d6 sang tao c[Ja sang ch[] dé.”.

Ch[] d[Jn dia 1y

Kho[QJn 32 DPi[Ju 18 c[Ja Hiép dinh CPTPP cung c[Jp cac can ci d[]
ph(dn di/ hQy b ch[] d[On dia ly dua trén: (i) kh[] nang nh[m
10n cJa né véi nhan hiéu da dang ky/ duoc b[Jo hdé hoac véi nhan
hiéu trong don dang ky dang cho x[J ly; (ii) khi tén c[a ch[
djn dia ly la mét thuat nglt thuong duoc s[] dung trong ngbn ngit
chung d[J xac dinh hang héa cé lién quan.



Kho[Qn 33 DPi[Ju nay c[Ja Hiép dinh CPTPP [Jn dinh nghia vu c[Ja mot
qu[Jc gia thanh vién d[Ji véi cac th[] tuc trong viéc xac dinh
liéu mét thuat nglt cé6 ph{Ji la thuat nglr théng thuong trong
ngdn nglr chung nhu la tén chung cho hang hdéa c6 1ién quan
trong lanh th[Q ca quc gia thanh vién d6 hay khéng, cac co
quan c6 thm quy[n xem xét cdch nguoi tiéu dung hi[Ju thuat ngir
trong lanh th[J ca quc gia thanh vién dé. Cac y[Ju t[Q lién
quan d[Jn su hiJu bi[Jt c[Ja nguoi tiéu dung nhu vay cé th[] bao
gdm: (i) 1iéu thuat nglt nay cdé duoc s[] dung d[] ch[]J loai hang
héa duoc d[] cap hay khong, nhu duoc ch[] ra b[Ji cdc ngu[Jn co
thOm quyn nhu tw di[Jn, bdo va cac trang thong tin dién t[J cé
lién quan; va (ii) lam th[J nao hang héa duwoc d[n chi[Ju b[i
thuat nglr nay duoc ban va s[J dung trong thuong mai trén lanh
th cJa qu{jc gia thanh vién d6.

Va Kho[Jn 36 c[]Ja cung DPi[Ju 18 Hiép dinh CPTPP quy dinh viéc
cdbng nhan va b[Jo vé ch[] d[n dia ly theo cac th[Ja wéc qujc t[.

Do d6, hai Pi[Ju c[Ja Luat SHTT duoc s[ja d[Ji d[J tuan th[] cac yéu
c[Ju c[Ja Hiép dinh CPTPP d[Ji v&i ch[] d[Jn dia ly:

* Trong DPi[Ju 80 liét ké cac d[i tuong khdong d[J di[Ju kién d[]
b[Jo vé nhu ch[] d[Jn dia ly, cac Kho[Jn 1 va Kho[Jn 3 duoc s[]la d[]i
nhu sau:

= Theo Kho[Jn 1 Pi[Ju 80 duoc s[]ja d[]i:

“1. Tén goi, ch] ddn da tr[]J thanh tén goi chung c[Ja hang
héa theo nhan thic cla nguoi tiéu dung cé lién quan trén lanh
th[] Viét Nam.".

= Theo Kho[Jn 3 Pi[Ju 80 duoc s[]a d[]i:

“3. Ch[] d0n dia ly trung hoac tuong tw voi mét nhan hiéu
dang duoc b[Jo hd hodc da duoc ndép theo don dang ky nhan hiéu
c6 ngay nbép don hoac ngay wu tién som hon, n[u viéc s[] dung
ch(] din dia ly dé duogc thuc hién thi cdé kh[J nang gay nh[{m l[n
vl ngu[dn g[Jc thuong mai c[Ja hang hda.".



* PifJu 120a méi duoc b[] sung quy dinh:

“120a. B[] nghi qu[ic t[J va x[J ly d[] nghi qu[jc t[J v[] ch(] d{n dia
ly

1. P[] nghi cbng nhan va b[Jo hdé ch[] dn dia ly theo
di[Ju uéc qu[jc t[J ma Cdéng hoa xa hdéi ch[] nghia Viét Nam dang
dam phan goi la d[] nghi qu[]c t[].

2. Viéc cbéng b[] d nghi qu{lc t[0, x[O ly y ki[Qn c[la
nguoi tht ba, danh gia di[Ju kién b[Jo hd d[ji véi ch[] d[0n dia ly
trong d] nghi qu[jc t[] duoc thuc hién theo cac quy dinh tuong
ttng tai Luadt nay d[i véi ch[] d[Jn dia ly trong don dang ky ch[]
dlln dia ly duoc nOp cho co quan qu[n ly nha nuéc v[] quy[n s[]
hitu céng nghiép.”.

Nop h[] so truwc tuy[n

Theo Kho[Jn 24 DPi[Ju 18 c[Ja Hiép dinh CPTPP v[]J “Hé th[ng nhan
hiéu dién t[J”, mJi quc gia thanh vién phQJi cung c[p: (i) mét
hé th{dng cho don xin dang ky dién t[J va duy tri nhan hiéu; va
(ii) mét hé th{ng théong tin dién t[J co6 s[n cbng khai, bao g[m
co s[] dir 1iéu truc tuy[n, v[] cac don xin dang ky nhan hiéu va
nhan hiéu da dang ky.

Mac du Hiép dinh CPTPP ch[J yéu c[Ju mot hé th[Jng dién t[J cho
cac nhan hiéu, Kho[Jn 3 mé&i duoc b[] sung vao Pi[Ju 89 c[Ja Luat
SHTT hién hanh bao g[Jm c[] cdc don dang ky xac lap t[Jt c[] cac
loai quy[n s[] hiru céng nghiép, nhu sau:

“3. Pbon dang ky xac lap quy[n s[] hiru cébng nghiép duoc
nop duéi hinh thidc van b[n [J dang gi[ly cho co quan qu{n ly nha
nuéc v[] quy[n s[] hiru cbng nghiép hoac dang dién t[] theo hé
th(Jng nbép don truc tuy[n.".

Thuc thi phap luat

Theo cac yéu c[Qu tai Muc 15, Kho[Jn 74, DbiJu 18 c[Ja Hiép dinh
CPTPP v[] cac bién phap ch[jng lam dung th[] tuc t[J tung thuc thi
phap luat lién quan d[n quy[n s[] hitru tri tué, bao g[m nhan



hiéu, ch[] d[n dia ly, bang sé&ng ch[], quy[n tac gi[] va céc
quy[Jn lién quan va ki[Ju dang cong nghiép theo dé mét bén nhan
duoc hoac bi c[Om nhan mdét cach sai trdi kho[n b[Ji thuong dQy
d] cho thuwong tich ph[Ji ganh chiu; Pi[Ju 198 c[Ja Luat SHTT duoc
b0 sung hai kho[Jn m&i sau day:

“q, T chtc, ca nhan la bi don trong vu kién xam pham
quy[ln s[] hiru tri tué, n[Qu duoc Toa an k[t luédn la khéng thuc
hién hanh vi xam pham cé quy[n yéu c[Qu Toa an budbc nguyén don
thanh toan cho minh chi phi hop ly d[] thué ludt su hoac cac
chi phi khac theo quy dinh c[Ja phap luat.

5. TO chic, ca nhan lam dung th[] tuc b[Jo vé quy[n s[]
hiru tri tué ma gdy thiét hai cho t[] chttc, ca nhan khac thi t[]
chttrc, ca nhén bi thiét hai cdé quy[ln yéu c[Qu Toa an bubc bén
lam dung th[] tuc dé ph[Ji b[Ji thuong cho nhirng thiét hai do
viéc lam dung gady ra, trong dé bao g[0m chi phi hop ly d[] thué
luat su. Hanh vi lam dung th[] tuc b[Jo vé quy[in s[] hiru tri tué
bao g[0m hanh vi c[J y vuot qua pham vi hoac muc tiéu c[Ja th[]
tuc nay.”

b0 thuc thi quy[n s[] hiru tri tué, Kho[Jn 1 DPi[Ju 205 c[Ja Luat
SHTT hién hanh ciing duoc s[ja d[Ji bang cdch thém vao mdét di[im
(c) méi, hién cho phép xem xét c[] “c) Thiét hai vat ch[]t theo
cac cach tinh khac do ch[] th[] quy[n s[] hitu tri tué dua ra phu
hop véi quy dinh c[Ja phap luat.” nhu la mét y[Qu t[] d] xac dinh
mdc d0 thiét hai do viéc xam pham quy[ln s[] hiru tri tué gay ra
(d0Q tuan thQ Pi[Om 4, Kho[Jn 74, DPi[Ju 18 c[]a Hiép dinh CPTPP,
duéi hinh thirc chung).

Bién phap h[Ji quan

Muc 4, Kho[Jn 76, DPi[Ju 18 c[Ja Hiép dinh CPTPP yéu c[Ju co quan
cé thOm quy[n c[Ja moét qujc gia thanh vién cung c[Jp, it nhQt 1la
dii v&i hang hdéa nhap kh[Qu, mét s[J théng tin nh[Jt dinh c[]a
hang héa cho ch[J s[J hiru quy[n s[J hltru tri tué, théng thuong
trong vong 30 ngay lam viéc K[J t&r ngay tich thu hoac xac dinh
rang hang héa la hang gi[] nhdn hiéu hodc hang vi pham b[n



quyfn.

P[] tuan th[] yéu c[Ju trén, Kho[n 1 Pi[Ju 218 c[Ja Luat SHTT duoc
s[Ja d[Ji bang cach thém mdt ciu m&i vao cu[Ji Kho[Jn nay nhu sau:

“1. Khi nguoi yéu c{Qu tam dirng lam th[] tuc h[Ji quan da
thuc hién dlly d[] cac nghia vu quy dinh tai Pi[Ju 217 c[Ja Luat
nay thi co quan h[i quan ra quy[Qt dinh tam dung lam th[] tuc
h(Ji quan dQJi véi 16 hang. Co quan h[i quan cung c[Jp cho ch[]
th[] quy[n s[0 hiru tri tué théng tin v[] tén va dia ch[] c[Ja nguoi
g0i hang; nha xu(Jt kh[Qu, nguoi nhan hang hodac nha nhap kh[Qu;
b(0n m6é t[] hang héa; s[] luong hang héa; nuéc xu[Jt x& c[Ja hang
héa nQu bi{jt, trong thoi han ba muoi ngay K[ tu ngay ra quy[t
dinh ap dung bién phap hanh chinh d[J x[J ly dQJi véi hang héda
gi[] mao v[] nhan hiéu va hang hdéa sao chép lau theo quy dinh
tai Kho[on 4 Pi[Ju 216 c[Ja Luat nay.”

BOt k[J suw thay di nay, kho[Jng th&¢i gian 30 ngay d[] co quan
h(Ji quan cung c[Jp cho ch[] s[] hiru quy[n s[ hiru tri tué (quy[n
SHTT) véi moét s[J thong tin nhJt dinh duwong nhu v[n con qua dai
nJu so v&éi thedi han ch[] 10 ngay lam viéc (hoac t[Ji da 20 ngay
lam viéc ngay trong truong hop gia han) duwgc quy dinh tai
Kho[QJn 2 Pi[Ju 218, trong d6 ch[] s[J hiru quy[Qn SHTT ph[Ji bt du
th] tuc tQ tung v mat phap ly dJi vé&i nhirng nguoi bi nghi ngo
la xam pham quy[n SHTT. Trong thoi han 10 ngay lam viéc (chi
khong ph[Ji 30 ngay), ch[J s[J hiru quy(Jn SHTT c[Jn théng tin tu co
quan h[i quan d[] quyt dinh cé nén bt dJu th tuc t[ tung v[]
mat phap ly hay khdng.

Luat nam 2019 s[ja d[Ji Luat SHTT con duwa ra cac di[Ju kho[]n
chuy[Jn tiJp c6 tinh d[n hiéu luc c[Ja Hiép dinh CPTPP dQi voéi
Viét Nam k[J tuv ngay 14 thang 1 nam 2019, cu th{ la:

= DPon dang ky sang ch[]/ ch[] d[Jn dia ly dugc ndp trudc ngay
14 thang 1 nam 2019 sé duoc x[J ly theo cac quy dinh c[]a
Luat SHTT hién hanh;

= Hop d[ng c[Jp phép s[] dung nhan hiéu da duoc cac bén ky
k(Jt nhung chua duoc dang ky véi co quan qu[jn ly nha nuéc



v[] s[] hitu cong nghiép truéc ngay 14 thang 1 nam 2019 sé
ch] cé hiéu luwc d0i véi bén th ba k[J tr ngay 14 thang 1
nam 2019; va

= Cac vu kién ch{jng lai hanh vi xam pham quy[n s[J hiru tri
tué da duoc co quan c6 thOm quy[n thu ly truéc ngay 14
thang 1 nam 2019 nhung chuwa duoc gi[]Ji quy[Jt xong, sé
tiJp tuc ap dung cac quy dinh c[Ja Luat SHTT hién hanh d[]
giJi quy[t.

Ngoai cac s[ja d[Ji néu trén, Luat SHTT hién hanh cé th[] c[n
duoc s[ja dJi thém dJ thuc hién cac nghia vu khdac c[Ja qu[jc gia
thanh vién theo Hiép dinh CPTPP (nhu dJi vé&éi B[Jo vé Nhan hiéu
Am thanh, B[Jo vé& Th[] nghiém khéng duwoc ti[Jt 16 hoac D& liéu
Khdc cho cac s[Jn ph[m héa ch{Jt néng nghiép, B[Jo vé Th[] nghiém
khong duoc ti[Jt 16 hoac D&t liéu Khac, cung véi cac trach nhiém
khac), sé& c6 hiéu luc trong vong 3 d[n 10 nam Kk[J tx khi phé
chu[Jn Hiép dinh CPTPP. Hon nita, d[] tuan th[] dJy d] Hiép dinh
CPTPP, Viét Nam ciing c[Jn phé chu[lJn Hiép wéc Budapest v[] viéc
cdng nhan qu[jc t[ v[] viéc ndép luu ch[jng vi sinh nham ti[Jn hanh
cac th[] tuc v[] patent; Hiép wéc c[Ja WIPO v[] Quy[n tac gi[]
(WCT) va Hiép udc c[Ja WIPO v[] Cub0c bi[Ju di[Jn va b[jn ghi am
(WPPT) .



